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ABSTRACT 
 
The judicial bodies of the European Patent Office (‘EPO’, ‘the Office’) have weakened the 

exclusion of ‘programs for computers’, as expressed in Article 52(2)(c) of the European Patent 

Convention (‘EPC’). The exclusion has been weakened in favour of the requirement of an 

‘inventive step’ and, consequently, that of a non-obvious ‘further technical effect’. The paper 

attempts to show that this shift in focus from subject matter eligibility to a more urgent need of 

proving an inventive technical contribution instead it paved the way for a ‘liberalized’ software 

patent and does not always provide adequate results. In order to do so, I will look at how the 

patentability regime in Europe has accommodated the need to reward ‘computer-implemented 

inventions’ by reconciling the established principles governing inherently technical subject 

matter with the peculiar, borderline-patentable. The conclusion will be that a reasonable degree 

of consistency and predictability has now been achieved by the EPO, despite it still being the 

subject of stringent criticism. However, while the EPO has proved to be a dynamic and open-

minded institution, the procedural aspects of the current approach leave room for speculative 

claims which, if not handled correctly, may threaten overall patent quality.      
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CHAPTER ONE | The Basics 

 

 

 

 

 

 
1.1. THE PATENTING OF COMPUTER PROGRAMS IS HERE TO STAY 
 

There is a general misconception that CIIs refer mainly to ‘pure software’, that is products or 

processes enabling our everyday use of a computer or mobile device, e.g. operating systems 

and their constituent parts, Internet browsers, text processors, image manipulators, email 

platforms and so on. The fact that whenever patents make the headlines, the reporting will be 

most likely in the form of incredibly expensive ‘patent wars’ between tech giants might have 

something to do with it.  However, this could not be farther away from the truth.  According to 

the EPO, a computer-implemented invention (‘CII’) could be any invention which involves the 

use of a computer, a computer network or other programmable apparatus OR which has one or 

more features realised wholly or partly by means of a computer program.1 Thus, they come in 

all shapes and forms. CIIs have so far been devised to control or optimise different processes 

in sectors ranging from manufacturing to scientific or medical, fact which is indicative of their 

unique capability to permeate almost any technical field. The dramatic increase of the demand 

for software-related jobs in non-software sectors can only support the same argument.2 The 

trend is clearly unlikely to fade away with predictions that, by 2020, employment in all 

computer occupations is expected to increase by 22%.3  

                                                
1 EPO Guidelines for Examination, G-II, 3.6 
2 Burning Glass, ‘Software is Everywhere: Growth in Software Jobs spans the Economy’ (1st July 2013)   
<http://burning-glass.com/wp-content/uploads/BGT_Software-is-Everywhere.pdf> accessed 2 May 2017 (a 
detailed study concluding that between 2007 and 2012 there was an increase of 75% of software jobs across all 
industries) 
3 Patrick Thibodeau, ‘IT Jobs Will Grow 22% Through 2020, Says US’ (Computerworld, 29th March 2017) 
<http://www.computerworld.com/article/2502348/it-management/it-jobs-will-grow-22--through-2020--says-u-
s-.html> accessed 2 May 2017   
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It is this trend that the EPO is continuously trying to adapt to and keep up with as part of its 

mission to support innovation, competitiveness and economic growth across Europe.4   

 

1.2. OBJECTIVE AND RESEARCH QUESTIONS 

Assessing the patent eligibility of computer-related subject matter in the EPO has undergone 

continuous refining as contentious applications were reaching the Boards of Appeal one by 

one. Since the only specific guidance found in the EPC is that the exclusion of ‘programs for 

computers’ is not an absolute one, the Boards of Appeal have had to interpret the established 

principles of patent law (and still have to) in light of the challenges computer-related inventions 

pose to the traditional understanding of a patent. The objective is to investigate this ongoing 

process of interpretation and adaptation, after which a preliminary conclusion will be reached 

that the EPO judiciary has weakened the ‘programs for computer’ exclusion in Art. 52(2)(c) 

by giving considerably more weight to the requirement of inventive step instead of subject 

matter eligibility. The main research questions will then be:  

 (i) How has the EPO weakened the ‘programs for computer’ exclusion enshrined  

  in the EPC? and 

(ii) Is the shift in focus from subject matter eligibility to inventive step delivering 

the adequate results? 

The final conclusion will be that while the current approach has achieved a reasonable degree 

of consistency and predictability, errors may still slip in when it comes to new technical 

territory which threaten patent quality in the long run. To this end, a successful patent 

application relating to the field of augmented reality will be used by way of example. 

 

1.3. RESEARCH METHODOLOGY AND THESIS OUTLINE 

Before investigating the landmark decisions which have shaped the current approach and how 

they have influenced one another (Chapter Three), the defining principles of European 

patentability (the positive requirements of a ‘technical character’ and inventive step) and their 

adaptation to the borderline-patentable nature of CIIs will be examined in Chapter Two. The 

final Chapter Four will contain an analysis of the findings in previous chapters, particularly in 

light of the second research question. I have thus adopted a normativist methodology to 

interpret and establish the current legal situation, combined with an argumentativist take on the 

sometimes questionable results it delivers.  

                                                
4 EPO, ‘Our Vision and Mission’ <https://www.epo.org/about-us/office/mission.html> accessed 2 May 2017 
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The thesis is based on primary sources, namely the EPC and EPO case law. The cases discussed 

have been selected from the 8th edition (August 2016) of ‘Case Law of the Boards of Appeal’ 

available on the EPO website,5 as well as from the EPO’s Guidelines for Examination. The 

most up to date decisions have been extracted from the ‘Recent decisions’ section on the EPO 

website.6 Amongst secondary sources, of particular help has been ‘Patent Law for Computer 

Scientists’, a book published by a handful of EPO examiners, which has offered a unique 

perspective on the practical aspects of assessing patentability.7         

 

1.4. DELIMITATION 

CIIs may take a variety of forms; they may relate to business, administrative or mathematical 

methods, management systems (of digital rights or databases), GUIs (graphical user interfaces), 

games and simulations, E-learning systems or medical informatics. However, in discussing the 

EPO case law, the thesis does not discriminate between them unless it is necessary to do so. 

Some passing references are made to the US, Japanese, and British practice, but the discussion 

is limited to the European practice as dictated by the EPO. A discussion of the pros and cons 

of software patentability is not included since it does not serve the main research questions in 

any way. Lastly, an extensive discussion on the relevance of copyright protection to software 

and its interplay with patent protection is omitted for the same reason.             

 
1.5. A NOTE ON TERMINOLOGY: CONTRAST WITH COPYRIGHT PROTECTION  

The Office explains that inventions containing computer-related subject matter are most 

accurately described as ‘computer-implemented inventions’ rather than software inventions or 

patents.8 ‘Software’ is considered to be an ‘ambiguous’ term as far as the Office is concerned. 

There are, however, some commentators endorsing the term of ‘software-related invention’ 

because, unlike a ‘computer-implemented invention’ which supposedly does not cover all of 

the inventions coming before the Office, it encompasses both inventions that are described 

solely in terms of the software (e.g. computer programs) that it contains but also inventions 

                                                
5 <http://www.epo.org/law-practice/legal-texts/html/caselaw/2016/e/index.html>  
6 <https://www.epo.org/law-practice/case-law-appeals/recent.html>  
7 Daniel Closa and others, Patent Law for Computer Scientists: Steps to Protect Computer Implemented Inventions 
(1st edn Springer, Berlin 2010) 
8 European Patent Office, ‘Patents for Software? European Law and Practice’ <https://www.epo.org/news-
issues/issues/software.html> accessed 2 May 2017 
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that claim products or processes whose functionality depends on software (eg computers or 

methods for performing certain functions or tasks).9      

 

Software is defined as being ‘information that may provide instructions for computers’ and it 

may include ‘a set of computer programs, procedures, and associated documentation concerned 

with the operation of a data processing system’.10 It may thus misleadingly suggest that it is 

the source code or the object code that is being patented, as opposed to the invention’s 

underlying idea which represents the (technical) functionality of the computer program; that is 

indeed where the true value of such an invention lies and it is what ultimately brings it into the 

realm of patent protection.  

 

The source and object codes constitute forms of expression of a computer program and are 

automatically protected against literal copying through copyright.11 On their own (or ‘as such’ 

to use the EPC terminology), they are considered to lack technical content because they 

constitute no more than ‘a series of instructions’ and will thus be inadmissible before the Office 

which is looking for technical solutions to technical problems.12 The CJEU notes that the 

functionality of a computer program, its programming language as well as the format of its 

data files fall outside the scope of copyright protection in order to avoid the monopolisation of 

ideas to the detriment of technological progress and industrial development.13 This exclusion 

allows other authors to create similar or even identical programs provided that they refrain 

from literal copying and come up with their own individual expression of the work.14 Much 

like one is able to write their own story about a little boy studying to become a magician without 

infringing Rowling’s copyright in the Harry Potter novels. This thesis will use the term of 

‘computer-implemented invention’ (hereafter: ‘CIIs’) when referring to EPO patent claims and 

the term ‘software’ or ‘software patents’ in more general discussions. 

                                                
9 Charlotte Waelde and others, Contemporary Intellectual Property: Law and Policy (4th edn OUP, Oxford 2016) 
513 
10 Alliance for Telecommunications Industry Solutions, < http://www.atis.org/glossary/definition.aspx?id=1371> 
accessed 2 May 2017 
11 Council Directive 2009/24/EC of 23 April 2009 on the legal protection of computer programs [2009] OJ L 
111/16 (‘Software Directive) Art. 1(2): ‘Protection […] shall apply to the expression in any form of a computer 
program. Ideas and principles which underlie any element of a computer program, including those which underlie 
its interfaces, are not protected by copyright under this Directive.’ Also, C-406/10 SAS Institute Inc. v World 
Programming Ltd [2013] EWHC 69 (Ch) 
12 EPO Guidelines for Examination, G-VII, 5.4. More on that later 
13 SAS Institute (n 11), [10] 
14 ibid. 
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1.6. EPO PATENTS AND COMPUTER PROGRAMS: A QUICK PRIMER 

The basic subject matter of European patent protection is the ‘invention’, within the meaning 

of the relevant provisions of the EPC and the case law of the EPO. Art. 52(1) of the EPC 

governing the patentable subject matter reads that ‘European patents shall be granted for any 

inventions, in all fields of technology provided that they are new, involve an inventive step and 

are susceptible of industrial application.’.15 Interestingly, in its original 1973 form, the same 

article did not contain the specification of ‘all fields of technology’, fact which underlines the 

current need to make patent protection available to any subject matter which satisfies the 

European  patentability criteria. This is in line with the reluctance of providing a clear-cut 

definition of the concept of ‘invention’. The role of Art. 52 is to draw the line between eligible 

and non-eligible subject matter, but it was not intended to provide a hard definition for the 

concept of ‘invention’. The guidance offered in the EPC consists of a negative definition – 

what does not amount to an invention – and sets out patentability requirements, namely four 

hurdles that must be overcome for a patent to be granted: 

- There must be an invention in a field of technology (primary requirement): technical 

character is required, i.e. it should not be merely an abstract representation of an idea 

- The invention must be new (Art. 54): not part of the prior art 

- The invention must involve an inventive step (Art. 56): it must make a (technical) 

contribution over the state of the art, contribution which would not have been obvious 

to the averagely skilled person in the concerned field 

- The invention must be capable of industrial application (Art. 57): it must have practical 

application in any sphere that is not purely intellectual or artistic. 

 

In practice, the requirement for an invention often overlaps with the other (secondary) 

patentability requirements (particularly of novelty and inventive step), however they are 

separate and governed by different rules.16 The primary requirement for an invention is 

concerned with the essential properties of a claimed subject matter, while the secondary 

patentability requirements are concerned with accidental properties that inventions may, but 

need not, possess in order to exist.17  

                                                
15 Wording originating in the 1995 Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS), 
Art. 27 
16 Justine Pila and Paul Torremans, European Intellectual Property Law (1st edn OUP, Oxford 2016) 171-2 
17 ibid., 172; See also Estimating Sales Activity/Duns Licensing Associates, T 154/04 [2008] OJ EPO 46 [5D]: 
‘The four requirements - invention, novelty, inventive step, and susceptibility of industrial application - are 
essentially separate and independent criteria of patentability, which may give rise to concurrent objections. 
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These basic patentability considerations will in principle be the same in respect of claims for 

computer programs.18 The subject of patents for CIIs has long been a controversial one mainly 

because, at first glance, the legislation appears to exclude computer programs from 

patentability. However, in practice, an increasing number of patents are granted in this area 

because the inventions covered are deemed not to reside solely in a program for computer ‘as 

such’.19 The ‘as such’ qualification means that programs for computer were not meant to be 

excluded under any circumstances and it implies that if claimed subject matter meets all the 

other criteria for patentability, in particular that of ‘technicality’, the application will not be 

jeopardised due to it making use of excluded subject matter in one way or another. In other 

words, if a program for a computer is put to a technical use, then it will satisfy the primary 

requirement of an ‘invention in a technical field’ found in Art. 52(1).   

 

Since computer programs are generally believed to not be ‘technical enough’, there is one 

specific requirement that does not arise for any other subject matter that is the ‘further technical 

effect’ which essentially defines a computer program with a (patentable) technical character. A 

computer program related claim will be deemed to be eligible for patent protection if it is 

capable of bringing about a ‘further technical effect’ once run or loaded in a general-purpose 

computer or any other programmable apparatus. What is required is an effect which will go 

beyond the commonplace effects arising as a result of the elementary interaction between a 

computer program and a machine, such as electrical currents.20   

 

There are currently three main types of patent protection available for CIIs. A computer-related 

invention can be claimed in relation to:  

- A computer program ‘product’ claim carrying out its function by means of a computer 

program; 

- A ‘method’ claim which is executed by means of a computer program; and 

- An ‘apparatus/device/system’ claim, claimed together with a product, process or 

medium.21 (This represents a non-exhaustive list of acceptable claims22). 

                                                
Novelty, in particular, is not a requisite of an invention within the meaning of Article 52(1) EPC, but a separate 
requirement of patentability.’ 
18 EPO Guidelines for Examination, G-II, 3.6 
19 EPC 2000, Art. 52(2)(c) and (3) 
20 ibid. 
21 EPO Guidelines for Examination, F-IV, 3.9.1 
22 ibid.  
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CHAPTER TWO | The Essence: Principles governing the 

EPO practice regarding computer-implemented inventions  

 

 
 

 
 

 
2.1. COMPUTER-IMPLEMENTED INVENTIONS AND ‘TECHNICAL 

CHARACTER’ 
 

‘By having technical character, any product, method etc., even if formally relating to the list 

enumerated in paragraph 2, is not excluded from patentability under paragraphs 2 and 3 of 

Article 52 EPC.’23 

 

2.1.1. COMPUTER PROGRAMS: MERE SERIES OF INSTRUCTIONS? 

The European patenting practice is built upon this very principle. The exclusions in Art. 52(2) 

and (3) EPC imply a mandatory requirement of ‘technical character’, so as to exclude mere 

abstract representations of ideas24 because they are believed to be difficult to define, impossible 

to police, and result in excessively broad monopolies.25 The Board emphasized in Auction 

method/Hitachi that ‘purely abstract concepts devoid of any technical implication’ would 

typically constitute non-inventions.26 Consequently, and to the dislike of many, the practice 

has evolved in such a way that any subject matter defining or using any technical means now 

                                                
23 Duns Licensing (n 17), [7]; EPO Guidelines for Examination, G-II, 3.6 (in relation to programs for computers 
in particular)   
24 Computer program product/IBM, T 1173/97 [1999] OJ EPO 609; Computer program product II/IBM, T 935/97 
[1999] EPOR 301; Controlling pension benefits system/Pension Benefit Systems Partnership, T 931/95 [2001] OJ 
EPO 441 
25 Waelde and others (n 9) 524 
26 T 258/03 [2004] OJ EPO 575, [4.5] 
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amounts to an invention within the meaning of Art. 52(1).27 This clearly indicates that, as far 

as the EPO is concerned, the question of whether certain subject matter amounts to a patentable 

invention boils down to the presence of, or lack of, technicality.28 Despite its crucial role, a 

precise definition of the term ‘technical’ itself is still not provided. In fact, the Enlarged Board 

in the seminal decision of G 3/08 explicitly avoided defining it (at least in relation to computer 

programs) and so did the Technical Board in Duns Licensing,29 a decision where the EPO 

Board of Appeal took the opportunity to counteract the British criticism and summarise the 

principles governing European patentability.  

 

Guidance as to what falls within the ambit of ‘technical’ is given in the case law of the EPO 

Boards of Appeal, although in a piecemeal manner and often self-referential. Duns Licensing 

suggested that a substantial lack of technical character would be found in ‘intellectual 

achievements in general’, as opposed to ‘practical scientific applications’.30 The same case 

directed the reader’s attention to the Basic Proposal for the Revision of the European Patent 

Convention31 which explained that a claimed subject matter will have a technical character if 

it involves a ‘technical teaching’, meaning that it contains ‘an instruction addressed to a skilled 

person as to how to solve a particular technical problem using particular technical means.’32 

Lastly, technical character would be manifested through some form of human action on or 

                                                
27 Auction method/Hitachi (n 26); Clipboard formats I/Microsoft, T 424/03 (23 February 2006) unpublished. 
However, this would enable an invention to pass only the first hurdle of patentability. As confirmed in Duns 
Licensing (n 17) [9]-[10]: ‘The examination whether there is an invention within the meaning of Article 52(1) to 
(3) EPC should hence be strictly separated from and not mixed up with the other three patentability requirements 
referred to in Article 52(1) EPC.’ (i.e. ‘the relative criteria of novelty and inventive step’ and industrial 
applicability). In relation to CIIs as mixed-type claims, involving both technical and non-technical features, 
technical character is assessed on two different levels, namely Art. 52(1) and Art. 56, the latter being the more 
difficult requirement to satisfy (see inventive step and further technical effect in the second section of this chapter)      
28 The fact that this is a defining feature of European patent law becomes even more apparent when observing the 
approaches taken in the US Patent and Trademark Office and the Japanese Patent Office which do not revolve 
around a technicality requirement. For a comparison between the practice of the three patent offices see: Closa 
and others (n 7) 22-9 
29 President’s Reference/Patentability of Programs for Computers, G 3/08 [2010] OJ EPO 10, [9.2]: ‘We do not 
attempt to define the term ‘technical’. […] It is to be hoped that readers will accept [the lack of a definition] 
without requiring a definition of exactly what falls within the boundaries of ‘technical’ 
30 Duns Licensing (n  17), [8] 
31 EPO Administrative Council, ‘Basic Proposal for the Revision of the European Patent Convention’ Document 
MR/2/00, 13 October 2000; the Proposal amended Art. 52(1) to make patent protection available for inventions 
‘in all fields of technology’, consistent with Art. 27(1) of the TRIPS Agreement (amendment effective as of 
December 2007). See: Pila, Torremans (n 16) 122  
32 ‘Basic Proposal for the Revision of the European Patent Convention’ (n 31) 49. 
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intervention in the physical world in order to bring about a causal and objectively perceivable 

result that is also repeatable.33  

 

Thus, under this paradigm, it appears that anything related to a field of science or engineering 

may be caught under the meaning of ‘technical’, while economic concepts or administration 

methods for instance are generally taken to be non-technical.34 But what happens when the two 

are combined? When ‘innovative intellectual concepts’ are developed through some kind of 

engineering which brings about a repeatable and perceivable result in the real world?           

 

This has been the bone of contention in the debate regarding the patentability of computer 

programs. Without a doubt, they are currently one of the most-sought after subject matter due 

to their ability to penetrate and enhance the most varied technical fields. Yet some still find it 

difficult to reconcile the notion of ‘technical character’ with the idea of a computer program. 

There are differing views about the level of technicality manifested in the activity of computer 

programming and consequently the technical character of its end result, i.e. the computer 

program.35 Some see them as ‘no more than an automated means to perform a mental act’,36 

arguing that they fall into the category of mere abstracts since they consist of ‘nothing more 

than a series of instructions’ which have ‘no tangible embodiment’.37 This is true to a certain 

(limited) extent.  

 

Computer programs do start out as a series of instructions aimed at reproducing a mental act 

(e.g. a mathematical methods), however that is not the very reason a computer program is 

created in the first place. Significant investment is not poured into the development of computer 

programs which merely execute commands aimed at solving equations. Their purpose and 

effect goes beyond that and only the question of how far beyond they go is relevant for patent 

law purposes. As the Enlarged Board emphasized in President’s Reference G 3/08, to the extent 

that computer programs are merely a mental act, they would be excluded from patentability,38 

                                                
33 Pila, Torremans (n 16) 173-74, citing Broccoli/Plant Bioscience, G 2/07 [2012] OJ EPO 130, [6.4.2.1] 
34 e.g. Pension Benefit Systems (n 24) 
35 The level of technicality in the activity of computer programming is discussed in G 3/08 (n 29), [13] and it will 
be looked at in more detail when discussing the case below 
36 Aerotel v Telco Holdings [2007] RPC 117; Symbian v Comptroller General of Patents, Designs and Trademarks 
[2009] RPC 1 
37 Waelde and others (n 9), 524 
38 G 3/08 (n 29), [13.3] 
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implying that what matters is whether they can bring a non-obvious technical contribution as 

required by the Office. A more recent decision confirmed and built on this principle, holding 

that programming or modelling as such is not regarded as technical, even if modifications to a 

programming language enables the programmer to develop a program easier, faster or more 

accurate.39   

 

Thus, reducing computer programs and their potential to a mere ‘series of instructions’ would 

not only be a gross overlook of their complexity, but it would also be an erroneous picture of 

the Office’s practice. They may not have a tangible embodiment, but they do have a tangible 

effect on the real world given that they are designed and built in order to meet industrial (to use 

the EPC wording) and personal needs. For instance, a huge variety of computer programs have 

turned the Global Positioning System (GPS) technology from an exclusively military 

application into an everyday commodity, accessible and increasingly indispensable on a variety 

of devices and means of transport.40  

 

2.1.2. COMPUTER PROGRAMS AND ENGINEERING 

Thus, the development of computer programs is often looked upon with an engineering eye.41 

The notion of engineering is defined by G. F. C. Rogers, an engineer specialising in 

thermodynamics and jet-engine development, as ‘the practice of organising the design and 

construction of any artifice which transforms the physical world around us to meet some 

recognised need.’42 While the resemblance between the two is plain to see, a direct parallel 

with computer programs is still appropriate and helpful.  

 

                                                
39 Modelling a multiprocessor system/The Mathworks, T 1630/11 unpublished, [9.2] 
40 European Patent Office, ‘Satellite navigation: new ways to find our way’ (last updated 3 August 2016) 
<https://www.epo.org/news-issues/technology/space/satellite-navigation.html> accessed 20 May 2017 
41 Although specific opinions have been voiced that computer programmers should stop calling themselves 
engineers: e.g. Ian Bogost, ‘Programmers: Stop Calling Yourselves Engineers’ (The Atlantic, 5 November 2015)  
<https://www.theatlantic.com/technology/archive/2015/11/programmers-should-not-call-themselves-
engineers/414271/> accessed 20 May 2017. For a well-argued opposing view, see: David Arno, ‘Should 
programmers really stop calling themselves Software Engineers?’ (27 January 2016) 
<http://www.davidarno.org/2016/01/27/should-programmers-really-stop-calling-themselves-software-
engineers/> accessed 20 may 2017   
42 Cited in: The Open University, ‘An Introduction to Software Development’ (Free extract from Open University 
course: M813 Software Development) (16 March 2016) 6-7 <http://www.open.edu/openlearn/science-maths-
technology/introduction-software-development/content-section-0> accessed 20 May 2017  
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‘The practice of organising and constructing’ can be analogous to the lengthy and sophisticated 

process of software development which involves activities from designing, implementing, and 

testing to the deployment of the computer program and maintaining it after it has been 

deployed. Analysing the complexity and different approaches taken to developing software is 

well beyond the scope of the current paper, however one should note the variety of (technical) 

considerations which need to be taken into account and the real potential of computer programs 

to display technical character. ‘The physical world around us’ may represent the context in 

which a computer program is to be deployed. This could be an information system adapted in 

a certain way, a device or the internet. The Office regards such modifications or links to a 

device sufficient technical means to overcome the first patentability hurdle of an ‘invention’ 

under Art. 52(1).43 Lastly, the ‘recognised need’ can relate to the problems that CIIs seek to 

resolve. It can very well be the technical problem the EPO examiner is looking for in its 

assessment of inventive step44 and indeed it is the subject of the initial stages in the 

development of computer programs.45 One such technical problem (and effect) would be the 

need to improve the way a computer, or any programmable apparatus, operates in which case 

the corresponding further technical effect (brought about by modifications in the internal 

functioning of the computer itself or its interfaces under the influence of a computer program)  

would be an increased security or efficiency of a process or the control of an industrial 

process.46  

 

It should be noted however that the reduction of the execution or computing time of a 

computer-implemented method does not constitute a further technical effect in itself and will 

therefore not lend a ‘technical character’ to an otherwise non-patentable CII; that is because an 

inventive step cannot be established merely due to the fact that a similar but slower computer 

program already exists in the prior art.47  

 

                                                
43 Pension Benefit Systems (n 24); Auction method/Hitachi (n 26) 
44 The underlying method of the ‘problem and solution’ approach in assessing inventive step for the purposes of 
Art. 56 EPC is analysing the invention in terms of whether it represents a non-obvious technical solution to a 
technical problem. EPO Guidelines for Examination, G-VII, 5.4 
45 For a more detailed discussion about the development of computer programs and the different models employed 
see An Introduction to Software Development (n 42) 
46 EPO Guidelines for Examination, G-II, 3.6 
47 On-demand property system/Microsoft, T 1370/11 (11 March 2016) unpublished, [10]-[10.5]; Modelling a 
multiprocessor system/The Mathworks (n 39), [9.2]  
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2.1.3. IS CLAIM DRAFTING AFFECTING THE FINDING OF A TECHNICAL 

CHARACTER IN CLAIMS RELATED TO COMPUTER PROGRAMS? 

 

The EPC Implementing Regulations advises that claim descriptions be drafted with a focus on 

the invention’s technical aspects. The technical field to which an invention relates and the  

 

technical problem it addresses must be specified, as well as the advantages it brings over the 

state of the art.48 The protection sought must be directed at the technical features of the claims 

and thus they should be clearly defined.49 For instance, compliant claims do not replace the 

required technical aims and effects for statements relating to generally non-technical matters 

such as commercial advantages.50 It is the technical features of the invention, which ultimately 

make up the technical character of the invention51 that must be emphasized.   

 

However, this is not to say that a particular manner of drafting will bring about a radically 

different outcome.52 Rather, it emphasizes the versatility of computer programs and the need 

to make them relevant to and bring them in line with the aims of the Office. A technical 

invention may colloquially be new and inventive, but it does not follow that it also satisfies the 

patent law requirements of novelty and inventive step.53 Compliant drafting is clearly an aspect 

of easy claim administration and productivity and, in practice, has little to do with the substance 

of the claims.54 Examination is more likely to go smoothly, regardless of whether a patent is 

ultimately granted or not, if its potential technical character is emphasised from the outset. That 

                                                
48 Implementing Regulations to the Convention on the Grant of European Patents, Rule 42(1)(a), (c) 
49 ibid., Rule 43(1); that is because, as we will see, the requirement of an inventive step, the last significant 
patentability hurdle, can only be satisfied by technical features or features contributing to the technical character 
of the invention 
50 EPO Guidelines for Examination, F-IV, 2.1 
51 Duns Licensing (n 17), [5E] 
52 G 3/08 (n 29), [10.1] (The Enlarged Board explains that the computer program exclusion from patentability 
cannot be avoided through using a certain form of words. This could be interpreted that a certain choice of wording 
will not confer technical character on an otherwise non-technical patent application)   
53 Duns Licensing (n 17), [14]: ‘the legal concept of "invention" applied by the Board in the context of Article 
52(1) to (3) EPC, which should not be mixed up with the layman's ordinary understanding of invention as a novel, 
and often also inventive contribution to the known art. Using these two very different concepts of invention in one 
breath would be a legal fallacy.’ 
54 This argument is made purely in relation to the notion of ‘technical character’. It is not intended to undermine 
the importance of claim drafting in general. In fact, it is of critical importance in the sense that it defines the scope 
of the monopoly acquired as a result of the patent grant. (EPC 2000, Art. 84; EPO Guidelines, F-IV, 4.1)   
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being said, if an invention simply does not manifest the required ‘further technical effect’, there 

is little that ‘clever’ drafting can do to convince the Examination Boards of the opposite.55  

 

2.1.4. VARIATIONS OF ‘TECHNICAL CHARACTER’ IN PROGRAMS FOR COMPUTER 

When discussing ‘technical character’ in relation to computer programs, a number of concepts 

regularly come up and it is useful to clarify them at this point before getting to the core of the 

EPO practice.  

 

‘Inherent technical effect’ refers to the ‘normal’ (or elementary) physical interactions or 

modifications between the program (software) and computer (hardware) that it is being run on, 

such as electrical currents.56 Such effects are commonplace in the functioning of any computer 

operating under the influence of a computer program; they will enable a claim directed at a 

computer program to pass the first requirement of patentability of an ‘invention’ in a field of 

technology, as expressed in Art. 52(1), but they in themselves cannot constitute the technical 

character required to avoid exclusion under Art. 52(2)(c).57 

 

What avoids the exclusion is a ‘further technical effect’ manifested by the computer program 

when run or loaded in a computer or other programmable apparatus. A further technical effect 

is one which goes beyond the above inherent technical effects.58 Subject matter giving rise to 

further technical effects may be the subject of a patent since it constitutes a technical solution 

to a technical problem.59 Their presence is examined under the problem and solution approach, 

as part of assessing inventive step, in light of Art. 56.60 

 

Similar to inherent technical effects manifested by any computer program run on a computer, 

technical considerations61 are involved in the programming of computer programs, ‘at least 

                                                
55 Other aspects of drafting will be considered in Chapter Four. 
56 Computer program product/IBM (n 24), [13] 
57 ibid., [6.3], [6.6] 
58 First formulated in relation to computer programs in Computer program product/IBM (n 24), confirmed in 
G3/08 (n 29), [13.5] 
59 Computer program product/IBM (n 24), [6.4]: ‘Where said further effects have a technical character or where 
they cause the software to solve a technical problem, an invention which brings about such an effect may be 
considered an invention, which can, in principle, be the subject-matter of a patent.’ 
60 G 3/08 (n 29), [10.7.1] 
61 The Enlarged Board noted that in General purpose management system/Sohei, T 769/92 [1995] OJ EPO 525, 
[Headnote 1] it was wrongly held that technical considerations are sufficient to confer technical character on 
claimed subject matter: G 3/08 (n 29), [13.5]  
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implicitly’ since it is an undertaking ‘concerned with defining a method which can be carried 

by a machine.’62 They in themselves will not lend technical character on a claim to a computer 

program, unless they go beyond ‘merely’ finding a computer algorithm to carry out a certain 

procedure that would make the machine carry out a certain task.63 What would be needed is 

‘further technical considerations’.64   

 

CONCLUSION 

Patent eligible computer programs are more than mere series of instructions, their development 

process having clear links with engineering. As far as the EPO is concerned, the requirement 

of technical character is the one crucial factor in examining the suitability of computer 

programs to patent protection which is why the technical features of a CII must be clearly 

presented in the claims. The assessment of technical character for computer program-related 

claims does not stop until it has been established that the invention as a whole is patentable 

under Art. 52(1), (2)(c) and (3).65 

 

 

2.2. COMPUTER-IMPLEMENTED INVENTIONS AND INVENTIVE STEP 
 

The assessment of inventive step (i.e. non-obviousness) was adapted to the mixed nature of 

CIIs as a manifestation of ‘tightly intermingled’66 technical and non-technical features in order 

to filter out the purely abstract algorithms and ensure patents are only granted for novel67 and 

non-obvious technical contributions. The Office considers an invention as involving an 

inventive step if, having regard to the state of the art, it is not obvious to a person skilled in the 

art,68 in which ‘obvious’ refers to those developments that do not ‘go beyond the normal 

progress of technology but merely follow plainly or logically from the prior art’.69 Thus, non-

obviousness is to be distinguished from novelty; claimed subject matter may be new and 

                                                
62 G 3/08 (n 29), [13.2]-[13.5] 
63 ibid., [13.5] 
64 ibid, [13.5.1] 
65 EPO Guidelines, G-II, 2 
66 Duns Licensing (n 17), [15] 
67 EPC 2000, Art. 54. Claimed subject matter is novel when it does not form part of the state of the art, meaning 
that its features combined should not be disclosed in one single document (EPO Guidelines, G-VI, 1) 
68 EPC 2000, Art. 56; EPO Guidelines, G-VII, 3 
69 ibid., G-VII, 4 
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obvious at the same time, but it cannot be both non-obvious and not new.70 As explained in the 

EPO Guidelines, the question of whether there is inventive step only arises once it is 

established that the invention is novel.71   

 

2.2.1. THE ADAPTED ‘PROBLEM-AND-SOLUTION’ APPROACH: STEP BY STEP 

In order to examine whether an invention involves the requisite inventive step, the now widely 

used problem-solution approach (PSA) has been developed in two key EPO decisions - Hitachi 

and Comvik.72  The revised EPO Guidelines for Examination now include an outline of the 

PSA adapted to mixed-type inventions which can be reproduced here as follows:73 

i) It is firstly examined whether the invention shows a ‘technical character’, 

examination done without knowledge of the prior art.74  

ii) All of the features contributing to the technical character of the invention as a whole 

are determined, in light of the technical effects achieved by the invention.75 

iii) On the basis of the findings in step (ii), the closest prior art is identified. 

iv) The differences from the closest prior art are identified. The technical effects they 

manifest in the context of the claim as a whole are determined so as to distinguish 

between the features which make a technical contribution and those which do not.76 

(1) If there are no differences (not even non-technical differences) then an objection 

under Art. 54 is raised for lack of novelty. 

                                                
70 Although there might be non-prejudicial disclosures which are not taken as being part of the state of the art. 
EPO Guidelines, G-V, 1 
71 EPO Guidelines, G-VII, 1 
72 G 3/08 (n 29), [10.13.2]  
73 ibid., G-VII, 5.4. The standard form of the problem-and-solution approach is listed in G-VII, 5 containing three 
stages: (i) determining the closest prior art, (ii) establishing the objective technical problem to be solved and (iii) 
considering whether or not the claimed invention, starting from the closest prior art and the objective technical 
problem, would have been obvious to the skilled person 
74 That is because the question whether claimed subject matter manifests ‘any technical means’ (Auction 
method/Hitachi (n 26)) – as the first patentability hurdle - in order to overcome the exclusion in Article 52(1) is 
one that is limited to the subject matter itself (i.e. its inherent properties) and not to what it does and thus cannot 
be influenced by the state of the art. This was emphasized in Duns Licensing (n 17), [14]: ‘… novelty is not 
necessary to establish the technical character of an invention…’ and confirmed  by the Enlarged Board in G 3/08 
(n 29), [10.5] where it was noted that taking the prior art into consideration is more appropriate when examining 
whether the invention falls within the exclusion under Art. 52(2) and (3) which is more a question of what the 
invention can do differently and better which inevitably has to be looked at in light of the state of the art (i.e. the 
assessment of inventive step and whether a further technical effect can be found)    
75 Two identities/Comvik, T 641/00 [2003] OJ EPO 352, [Headnote I] 
76 ibid. 
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(2) If the differences do not make any technical contribution, an objection under 

Art. 56 is raised for lack of an inventive step. 

(3) If the differences bring a technical contribution: 

(a) The objective technical problem is formulated on the basis of the technical 

effects they manifest. If the differences include features bringing no 

technical contribution, as well as non-technical effects achieved by the 

invention, they may be used in the formulation of the objective technical 

problem, as part of the instructions given to the skilled person, in particular 

as a constraint that has to be met (e.g. certain system requirements or 

specifications). 

(b) If the claimed technical solution to the objective technical problem is 

obvious to the person skilled in the art, an objection under Art. 56 is raised 

for lack of an inventive step. 

 

In the case of CIIs, the approach had to be adapted in the sense that technical features must 

necessarily be distinguished from the ‘purely’ non-technical ones (step iv). This is often a 

difficult task given that, to the extent that they contribute to the technical character of the 

claims, all features of an invention will be taken into account when assessing inventive step as 

potentially forming the requisite technical solution (step ii).77 Thus, features that are non-

technical in nature when taken in isolation (i.e. fall within the exclusions in Art. 52(2)), may 

still serve a technical purpose and consequently favour a finding of an inventive step provided 

they contribute to the bringing about of a further technical effect when taken as a whole, within 

the context of the invention.78  

 

In short, if the problem-and-solution test is passed it means that there is a technical problem 

solved by those features of the claim which contribute to its technical character. Non-technical 

features not interacting with the claims’ technical subject matter constitute ‘non-technical 

features as such’ which will be discarded since they in themselves cannot produce a technical 

effect and consequently do not provide a non-obvious technical contribution to the prior art 

within the meaning of Art. 56 (step iv (2)).79 It thus follows that, given the ‘any technical 

                                                
77 EPO Guidelines, G-VII, 5.4 
78 See ibid., G-VII, 5.4.2.4 for a practical example of how the PSA works on a computer-implemented method 
based on a mathematical model  
79 Two Identities/Comvik, (n 75), [Headnote I]; Duns Licensing (n 17), [5F], [15]; EPO Guidelines, G-VII, 5.4   
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means’ doctrine according to which all CIIs have technical character by definition (for instance 

by merely involving a machine or producing electrical currents when they are run or loaded), 

the PSA will look for further (inventive) technical effects. 

 

2.2.2. ‘PROBLEM-AND-SOLUTION’ APPROACH: CRITICISM 

The Enlarged Board specifically endorsed it as a ‘practicable system for delimiting the 

innovations for which a patent may be granted.’80 It essentially consists of asking whether the 

claimed invention is a new and non-obvious technical solution to a technical problem in light 

of the closest prior art.81 Evaluating the existence of an inventive step in any other way is 

considered to be appropriate in exceptional circumstances only,82 such as when there is no prior 

art because the  invention breaks new ground or when the relevant closest prior art equally lays 

in more than one single document (in which case it is more appropriate to consider all 

documents individually rather than selecting only one for the purposes of the PSA).83 In such 

circumstances, the technique received some isolated criticism from one Technical Board for 

being unnecessarily artificial and inherently based on hindsight since it starts off with a search 

that is based on actual knowledge of the invention.84 Similar concerns have been expressed in 

English courts, namely that the biggest flaw of the approach has to be its mandatory 

retrospective formulation of a technical problem.85  

 

Paradoxically, the indisputable popularity the PSA enjoys with the Office can very well be 

attributed to its systematic nature which it is believed to ensure an objective and hindsight-free 

assessment of inventive step by using the perspective of the averagely skilled person in the 

art.86 In addition, its coherency means that it fits well with the above-mentioned Rules to the 

EPC regarding ‘technical character’ due to its structure being based on the mandatory existence 

                                                
80 G 3/08 (n 29), [10.12.2] 
81 EPO Guidelines, G-VII, 5.4. However, it is not necessary that the invention is explicitly presented in a problem-
solution form (EPO Guidelines, F-II, 4.5) 
82 EPO Guidelines, G-VII, 5  
83 G-protein coupled receptor/University of California, T 188/09 (21 July 2011) unpublished [5]-[6] citing 
Aluminium alloys/ALCAN, T 465/92 [1996] OJ EPO 32, [9.3]-[9.5] (Headnote: ‘The problem and solution 
approach is no more than one possible route for the assessment of inventiveness. Accordingly, its use is not a sine 
qua non when deciding inventiveness under Article 56 EPC.’) 
84 Aluminium alloys/Alcan (n 83), [9.5]-[9.6] 
85 Actavis v Novartis [2010] EWCA Civ 82, [2010] FSR 18, [35]. English courts are reluctant to adopt the problem 
and solution approach leaving them isolated as the only EPC Contracting State not adhering to it. As we will see 
below, they employ the ‘technical effect approach with a rider’ instead (Aerotel v Telco Holdings [2007] RPC 
117, [26.2]) 
86 EPO Guidelines, G-VII, 5 
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of an objective technical problem to be solved by the claimed subject matter.87 The Office’s 

unequivocal endorsement of the ‘technical solution to a technical problem’ paradigm is further 

highlighted by the fact that even if a different approach is adopted, the outcome must be the 

same as if the PSA was used, be it in favour or against inventive step.88 This arguably reduces 

other approaches to examining inventive step to a formality level (if not completely redundant) 

in the sense that if one can predict the outcome under the PSA so as to ensure it matches the 

outcome of a different approach, why using a different approach at all?  

 

The criticism is thus not entirely out of place. To formulate an ‘objective technical problem’ is 

to ‘modify or adapt the closest prior art to provide the technical effects that the invention 

provides over the closest prior art’.89 This is not only very much based on hindsight, but it also 

leaves considerable room for subjective judgement and subsequent risk of questionable uses of 

discretion.90  

 

At the same time, and contrary to the view expressed by Jacob LJ in Actavis and the Technical 

Board in Alcan, this approach can be helpful even in cases where no one thought a problem 

was there at all. The wide interpretation given to the notion of the closest prior art to mean ‘at 

least the same technical field as the claimed invention’91 in most cases will have the effect of 

enabling the examiner to still find a suitable starting point, instead of dismissing the PSA on 

grounds of a gap in the prior art. In the otherwise exceptional cases, then the Office would be 

presented with a revolutionary invention which would qualify for patent protection with 

relative ease. After all, an invention involving inventive step means its contribution does not 

follow plainly and logically from the prior art.92  

 

 

                                                
87 Closa and others (n 7) 27 
88 G-protein coupled receptor (n 83), [4] 
89 EPO Guidelines, G-VII, 5.2 
90 It should be noted however that the Office is actively trying to reduce this risk by structuring its Boards and 
Divisions to contain three or five technically or legally qualified members so as to even out the odd and off the 
path interpretations. See Pila and others (n 16) 119-21   
91 EPO Guidelines, G-VII, 5.1 
92 n 69 
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CHAPTER THREE | The Law: How has the EPO judiciary 

shaped the patentability of computer programs? 
 

 

 

 

 

 

 

 
3.1. THE IMPORTANCE OF G3/08 (PATENTABILITY OF PROGRAMS FOR 

COMPUTERS) 

 

The EPO’s current position on the patentability of computer programs will firstly be looked at 

in the context of the seminal G3/08 Opinion93 issued by Enlarged Board of Appeal which 

meticulously overviews and supports landmark decisions regarding the manner in which the 

EPO Boards are handling claims related to computer programs.  

 

The opinion was issued as a result of a referral originating from Aerotel, a UK Court of Appeal 

judgement,94 where Jacob LJ criticised the judicial decisions emanating from the Office as 

being ‘mutually contradictory’.95 In his Lordship’s view, that was mainly to be attributed to 

the ambiguity of Article 52 and, in particular, to the categories of ‘non-inventions’ provided 

for therein.96 They are said to form a ‘disparate group’97 as there is no common rule followed 

when constructing or linking them together.98 Consequently, Jacob LJ pointed out that ‘the 

time has come for matters to be clarified by an Enlarged Board of Appeal’99 and strongly 

                                                
93 G 3/08 (n 29) 
94 Aerotel v Telco Holdings [2007] RPC 117 
95 ibid., [25] 
96 ibid., [7]-[12] ([8]: ‘The provisions about what are not to be “regarded as inventions” are not easy.’) 
97 ibid., [9(ii)] 
98 Aerotel (n 94), [9(i)]-[9(ii)]; cf. Duns Licensing (n 17), [8] (the Board explains that what links the categories of 
non-inventions is a substantial lack of technicality and the fact that the list is non-exhaustive allowing for further 
items to be added indicates that there is indeed a common exclusion criterion, i.e. lack of technicality) 
99 Aerotel (n 94), [25] 
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suggested that the President of the EPO makes use of the power conferred on him under Article 

112(1)(b) EPC to ‘refer a point of law to the Enlarged Board of Appeal where two Boards of 

Appeal have given different decisions on that question.’ It should be noted that a legislative 

route for national courts to submit a referral themselves to the Enlarged Board was and is still 

not available. As the supreme guardian of the EPC, the Enlarged Board clarifies and interprets 

important points of law arising from the Convention and it does so at the sole request of the 

other Boards or the President herself.100 This is because the EBA is an independent, last resort 

instance which is not prompted in case of mere theoretical opinion or assistance. The fact that 

there are not many cases emanating from it stands as proof of their last resort status.101 

Nevertheless, after reviewing the EPO case law on the patentability of computer programs with 

a rather critical eye,102 the British judiciary ‘ventured to formulate’ a set of questions for the 

EPO’s President to consider submitting to the Enlarged Board.103  

 

The UK’s call for clearer guidance initially fell on deaf ears. Mr Alan Pompidou, the then 

President of the EPO refused to follow the Court of Appeal’s suggestion since he believed no 

such contradiction could be found in the Boards of Appeal’s decisions and, consequently, that 

there was ‘insufficient legal basis’ on which to successfully invoke Article 112(1)(b). Mr 

Pompidou considered that, while a clarification of the law would indeed be welcome, such a 

referral would be more appropriate under different circumstances - for instance, when ‘the 

approach taken by one Board of Appeal would lead to the grant of a patent whereas the 

approach taken by another Board would not’.104  

 

3.1.1. WHAT THE BRIMELOW REFERRAL ON SOFTWARE PATENTS MEANT FOR THE 

SOFTWARE INDUSTRY 

Less than two years later, the Aerotel initiative was about to turn into the saga that ended up 

being, with Mr Pompidou’s successor, Ms Alison Brimelow from the UK, considering that an 

inconsistency of the type required by Article 112(1)(b) could indeed be established and decided 

to resume the matter.105 The resulting referral invited the Enlarged Board to elucidate not only 

                                                
100 EPC 2000, Art. 112(1)(a),(b) 
101 Closa and others (n 7) 174 
102 Aerotel (n 94), [78]-[130] 
103 ibid., [76]  
104 Mr Alan Pompidou’s reply can be found here: <https://goo.gl/miOhRT> accessed 29 April 2017 
105 Referral by the President of the European Patent Office to the Enlarged Board of Appeal dated 23 October 
2008 regarding divergent decisions of two boards of appeal, G 3/08 [2009] OJ EPO 142. The original copy can 
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when a claim as a whole is excluded, but also how and when different features relating to 

computer programs contribute to the technical character of a CII. The economic implications 

of the questions raised meant that the initiative was met with great interest by those who support 

and oppose the computer programs exclusion alike.106 Some particularly vocal lobbyists called 

it the most important substantive battle in Europe since the Directive Proposal has been 

rejected,107 while others, better informed third parties as to the EPO practice, have greatly 

doubted its prospects of success.108 The fact that no significant developments in the area took 

place in the period between Mr Pompidou’s and Ms Brimelow’s statements that could be said 

to have triggered this course of action109 only favoured the bet on inadmissibility.  

 

The EBA’s eagerly awaited response did feature a finding of inadmissibility for all questions 

addressed. ‘Divergence’ of the kind required by Article 112(1)(b) on which the referral was 

based could not be established. The (British) criticism was thus rejected and the status quo 

unequivocally endorsed. In the view of the Enlarged Board, the required ‘different decisions’ 

(which in the sense of Article 112(1)(b), had to be restrictively interpreted as ‘conflicting 

decisions’) could not be identified and thus, the conditions on which the President could make 

use of her right of referral were not met.110 It was stated that although some differences in 

approach did exist in the decisions cited in the Aerotel judgement and the President’s referral, 

these could clearly be taken as ‘a deliberate development of the case law’.111 Legal 

development as such, be it linear or not, was held to be insufficient to form the basis for a 

discretionary referral.112  

                                                
be retrieved here: < https://goo.gl/44QQBu > accessed 29 April 2017, 1: ‘In accordance with Article 112(1)(b) 
EPC, I herewith refer the enclosed point of law to the Enlarged Board of Appeal. This point of law, which concerns 
the application of the exclusion of computer programs as such, is of fundamental importance as it defines the 
limits of patentability in the field of computing.’ 
106 An unprecedented number of concerned third parties (such as tech giants, national IP offices, not-for-profit 
organisations and individuals) have responded to the EBA’s invitation to submit their take on the matter, so called 
amicus curiae briefs. Full list here: <www.epo.org/law-practice/case-law-appeals/eba/pending/g3-08.html> 
accessed 29 April 2017 
107 Foundation for a Free Information Infrastructure (FFII), ‘Brimelow Referral on Software Patents’ (12 April 
2010) <www.ffii.org/EPOReferral> accessed 29 April 2017 
108 See for instance the observation submitted by David Pearce (Tufty the Cat), available here: 
http://documents.epo.org/projects/babylon/eponet.nsf/0/E5549941BCEA0D08C12577740054CBD8/$File/g3-
08_amicus_curiae_brief_Sylvestris_T_en.pdf accessed 29 April 2017 
109 Noam Shemtov, ’The Characteristics of Technical Character and the Ongoing Saga in the EPO and the English 
Courts’ (2009) 4 Journal of Intellectual Property Law and Practice 506, 506 
110 G 3/08 (n 29), [Headnotes 3]. 
111 ibid., [10.4] 
112 ibid., [7.3.1] 
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Perhaps given the pressing manner in which the questions have been formulated or the 

overwhelming reaction from third parties, the EBA was not entirely dismissive and, in 

providing its reasons for inadmissibility as required by Article 112(1)(a), it did go to some 

lengths in clarifying the Boards’ line of reasoning. This implies the Enlarged Board’s view that 

the whole issue lied in a misunderstanding as to certain legal facts which brought about 

incorrect assertions, rather than a conflict of substantive law. Thus, there was no intention on 

the EBA’s part to overturn what it considered to be established case law regarding the 

patentability of programs for computers.113  

 

3.1.2. THE ENLARGED BOARD’S (NON-) DECISION ON THE QUESTIONS REFERRED 

 

Question 1  

Despite the inadmissibility outcome, the first question was discussed in rather considerable 

detail. It was also the most important one, since in answering it the EBA managed to cover, 

impliedly or not, the issues raised in the whole referral.114 The question was whether a 

computer program can only be excluded as a computer program as such if it is explicitly 

claimed as a computer program.115 In justifying this question, Ms Brimelow observes the 

variety of formulations used by applicants in drafting their claims to a patent for a computer-

implemented invention (i.e. methods, systems (i.e. computer systems), computer-implemented 

methods, or computer program products storing a computer program), pointing out that the 

substance of such claims, i.e. the underlying method to be performed by a computer, is ‘often 

identical’. The President also warned that such practice gives rise to ‘growing dissatisfaction 

from applicants’.116  

The question was discussed in light of decisions Computer program product/IBM117 and 

Clipboard formats I/Microsoft118 which have been identified by the Referral as being 

‘divergent’.119 Ms Brimelow’s interpretation was that Computer program product/IBM placed 

                                                
113 G 3/08 (n 29), [7] 
114 For this reason, the referral has been criticised for being poorly drafted: The IPKat, ‘More on that Referral’, 
(29 October 2008) < http://ipkitten.blogspot.se/2008/10/more-on-that-referral.html > accessed 30 April 2017 
115 Referral by the President of the EPO (n 105) 4 
116 ibid. 
117 T 1173/97 [1999] OJ EPO 609 
118 T 424/03 (23 February 2006) unpublished 
119 Referral by the President of the EPO (n 105) 5 
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emphasis on the function of the computer program, noting that a computer program does not 

show technical character before it is being run on a computer,120 while Clipboard formats 

I/Microsoft seemed to focus on the manner in which the computer program is claimed; namely, 

that only a claim of the form ‘computer program for method X’ could fall within the exclusion, 

whereas claims of the form ‘computer-implemented method X’ or ‘computer program product 

storing executable code for method X’ would escape the exclusion.121 

Since the exclusion of computer programs as such cannot be avoided through simply choosing 

a certain form of words (i.e. ‘a sequence of computer-executable instructions’ or ‘an executable 

software module’)122 and, considering the referral’s actual concerns regarding substance and 

functionality rather than claim wording, the EBA found it more helpful and appropriate to 

interpret the question as follows: 

‘If a particular claim to a computer program (1. A program for a computer comprising 

instructions to carry out steps x, y, z’) is excluded from patentability by Article 52(2) EPC, are 

any of the following (or anything else) automatically excluded under the same article? 

2. A computer system loaded with the program of claim 1.  

3. A method of operating a computer comprising executing the program of claim 1. 

4. A computer program product storing the program of claim 1.’123 
 

BRIEFLY, 

Although admitting the differences in approach, the EBA came to the rather surprising (read 

‘creative’) conclusion that Computer program product/IBM was ‘inconsistent with its own 

premises’ and that, in fact, when deciding the outcome of Clipboard formats I/Microsoft, the 

Board (though in  a different composition124) more closely adhered to the principles laid down 

in Computer program product/IBM than it did in the decision itself seven years earlier.125 This 

deviation was regarded as ‘legitimate development of the case law’,126 which can generally be 

                                                
120 Computer program product/IBM (n 117) [9.4]; Referral by the President of the EPO (n 105) 5 
121 Referral by the President of the EPO (n 105) 5-6 
122 G 3/08 (n 29), [10.1] 
123 ibid., [10.1] 
124 ibid., [10.8.1] 
125 ibid., [10.8.8] 
126 ibid., [10.12], also [10.9] which reads: ‘… it is further noted that there was a period of approximately seven 
years between the issuance of the two decisions, a period which, although not very long in legal terms, is 
nonetheless compatible with the notion of development of the case law.’ 
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‘linear’ or not.127  

 

More specifically, whereas in Clipboard formats I/Microsoft a claim to a program on a 

computer-readable medium was held to have the required technical character due to employing 

a medium, which is considered to be ‘a technical product involving a carrier’ (enough to confer 

technical character on a claim, as per Auction method/Hitachi128),129 in the earlier decision of 

Computer program product/IBM it made no difference in light of the Article 52(2) EPC 

exclusions (i.e. for the assessment of technical character) whether a computer program was 

claimed on its own or as a record on a carrier.130  

 

This inconsistency was attributed to the ‘legitimate’ abandonment of the (technical) 

‘contribution’ approach in favour of the ‘further technical effect’ doctrine. A further technical 

effect in a computer program related claim would be one which, for instance, causes ‘the 

software to solve a technical problem’, as opposed to bringing about the mere ‘physical 

modifications of the hardware’ by simply executing the instructions given by programs for 

computer (e.g. electrical currents).131 No reference was made to the prior art when the notion 

of a ‘further’ technical effect was defined, therefore it was assumed that it does not have to be 

new. Thus, the assessment of whether a computer program was excluded from patentability 

was to be made independently from the prior art and hence the contribution approach became 

irrelevant.132  

 

In Computer program product/IBM, the Board held that, in assessing whether a computer 

program had the required technical character, it made no difference whether it was claimed on 

its own or on a carrier provided a ‘further technical effect’ could be shown.133 It was interesting 

that, at the same time, it was implied that such a technical effect could only be achieved through 

a carrier/hardware by coming up with the notion of ‘the potential to produce a technical effect’ 

                                                
127 ibid., [7.3.1] 
128 T 258/03 [2004] OJ EPO 575 
129 G 3/08 (n 29), [10.7] 
130 ibid., [10.2.2] 
131 Computer program product/IBM (n 117), [6] 
132 ibid., [8]: ‘Determining the technical contribution an invention achieves with respect to the prior art is 
therefore more appropriate for the purpose of examining novelty and inventive step than for deciding on possible 
exclusion under Article 52(2) and (3).’ 
133 G 3/08 (n 29), [10.13] (otherwise the claim would fail not for subject matter eligibility but for lack of inventive 
step - art 56; although ‘distasteful’ to some people, the Enlarged Board endorsed this shift in approach) 
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since a computer program can only show a technical effect once it is loaded or run on a 

computer.134 Yet, a contrary position was taken; the invention was divorced from its medium 

thereby adopting an ‘essence of the invention’ approach (i.e. focusing solely on the idea 

underlying the invention):135 ‘the hardware on which the program is intended to run is outside 

the invention, i.e. the hardware, is not part of the invention.’136 Thus, the Enlarged Board 

considered that Computer program product/IBM was ‘inconsistent with its own premises’. 

However, this decision constitutes a precedent not because of its approach to hardware, but 

because it defined the now solidly established ‘further technical effect’ doctrine and because it 

abandoned the ‘contribution’ approach when examining patent eligibility in light of Article 

52(1).137   

 

This shift was further developed in the coming case law. Firstly, the importance of the carrier 

was reinstated in Pension Benefit Systems where it was held that a claim directed to a computer 

(or any programmable apparatus) loaded with a program cannot be excluded from 

patentability under Art. 52(2) even if the program itself would be (i.e. even if it was a computer 

program ‘as such’, causing no further technical effect when run).138  

 

Secondly, regarding methods, Auction method/Hitachi concluded that ‘any technical means’ 

would be enough to avoid the exclusion and since a claim to a method of operating a computer 

necessarily involves a computer (which, according to Pension Benefit Systems cannot be 

excluded), the claim to the method itself will have derived its (minimum) technical character 

from its employment of a recognised technical means, i.e. the computer.139 In this context, 

Clipboard formats I/Microsoft posed the question whether a claim to a program on a computer-

readable medium can also avoid the exclusion. Following the same line of thinking, the answer 

was evidently yes. 

 

The non-linear legal development arising from the decisions that the Enlarged Board sought to 

reconcile was a shift from requiring a further technical effect to take place for computer 

program related claims to avoid the patentability exclusion in Art. 52(1), to not requiring it 

                                                
134 Computer program product/IBM (n 117), [9.4] 
135 G 3/08 (n 29), [10.8.8] 
136 Computer program product/IBM (n 117), [9.3] 
137 G 3/08 (n 29), [10.8.1] 
138 T 931/95 [2001] OJ EPO 441, [Headnote 3] 
139 T 258/03 [2004] OJ EPO 575, [4.1]-[4.7]  
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anymore until the stage of assessing the existence of an inventive step under Art. 56, where the 

nature of the technical effects present in a claim are more closely examined. 

 

This was a sure path to the downfall of the patentability exclusion in Art. 52(2). Although 

‘distasteful’ to some,140 the practical consequence is that computer programs are now more 

likely to be excluded for lack of inventive step rather than through the prima facie exclusion 

under Art. 52(2)(c). This constitutes an important first step in changing the status of computer 

programs and related inventions from borderline patentable subject matter to subject matter 

which can easily show minimal technical means. Having said that, G 3/08 can be considered 

the Office’s clear stamp of approval with regards to computer programs applied to a technical 

aim and a significant starting point for the legislator.   

 

Question 2 

The second question asked whether a claim in the area of computer programs can avoid the 

patentability exclusion ‘merely by explicitly mentioning the use of a computer or a computer-

readable data storage medium’ and, if not, whether a ‘further technical effect’ is necessary to 

avoid the exclusion.141  

 

Given that computer programs and methods are both essentially ‘a series of instructions or 

steps’ carried out by an appropriately ‘capable entity’, it was argued that computer program 

claims and computer-implemented method claims had ‘identical scope’. Moreover, the scope 

of a method claim would in fact extend to the computer program carrying out that method since 

method claims include both the instructions (i.e. the computer program) and the apparatus.142 

As the Enlarged Board pointed out, the argument itself is self-contradictory since it seems to 

imply that in fact the scope of a method claim is greater than that to a computer program and 

therefore not identical.143 

 

The decisions identified as ‘divergent’ here were Computer program product/IBM and Auction 

Method/Hitachi. As noted above, the outcome in the latter was that any method involving 

technical means will not be excluded is interpreted as being inconsistent with the decision in 

                                                
140 G 3/08 (n 29), [10.13] 
141 Referral by the President of the EPO (n 105), 7 
142 ibid., 8 
143 G 3/08 (n 29), [11.2] 
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Computer program product/IBM which requires that programs for computers show a further 

technical effect in order to fall outside the exclusion in Article 52(2)(c). Because a computer 

constitutes ‘minimal’144 technical means, a claim to a computer-implemented method 

considered under the ‘any technical means’ reasoning would always avoid exclusion, while 

under the ‘further technical effect’ reasoning, which makes a distinction between ‘normal’ and 

‘further’ technical effects going beyond the everyday ones, the same claim can fall within the 

exclusion.145   

 

The EBA identified two ‘logical weaknesses’146 in the arguments put forward for question 2. 

Namely, it implies that a method (in general, not limited to computer –implemented methods) 

could be divorced from the device it is to be carried out on147 and, secondly, a confusion is 

made between a set of instructions for carrying out steps and the steps themselves, i.e. an object 

and a name or description for that object.148 The ‘logical’ and ‘real’ distinction between a 

computer program and the corresponding computer-implemented method was explained. For 

instance, while a computer program can contain one single instruction to increment the value 

of a variable, its corresponding method carried out by a computer may involve the same 

increment step being carried out many times if, for instance, the step is a ‘while’ statement, 

e.g. occurring inside a loop.149   

   

Since the ‘any technical means’ established in Auction method/Hitachi was considered to be a 

legitimate (albeit ‘distasteful’) development of the ‘further technical character’ approach in 

Computer program product/Microsoft, the Enlarged Board had already deemed this question 

inadmissible, finding no divergence between the two.  As noted above, the exclusion can 

indeed be avoided merely by explicitly mentioning the use of a computer or a computer-

readable storage medium, however if the claim in question specifies no more than ‘program x 

                                                
144 Term my own, ‘any technical means’ is arguably a low threshold but that was fixed by requiring the ‘further 
technical effect’ at the stage of assessing inventive step  
145 Referral by the President of the EPO (n 105), 8 
146 G 3/08 (n 29), [11.2.2] 
147 ibid., [11.2.2]: ‘This is palpably not the case; ‘a method of operating a shoe polishing machine comprising 
placing a shoe in a position touching a surface rotatable in a direction…’ clearly requires the presence and 
involvement of the shoe polishing machine.’ 
148 ibid., [11.2.3]: ‘Tigers eat meat. Meat is a word. Therefore tigers eat words. (…) [the error] occurs because 
‘meat’ is being used differently in the two premises.’  
149 ibid., [11.2.4] 
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on a computer readable storage medium’ or a ‘method of operating a computer according to 

program X’, it will still fail to be patentable for lack of inventive step under Art. 56. 

 

Question 3 

The alleged divergence here was between decisions Colour Television Signal150 and T 190/94 

(no headword)151 where a technical effect on a physical entity in the real world was required, 

while in Gerätesteuerung/HENZE152 and Clipboard formats I/Microsoft technical effects 

confined solely to the respective computer programs were accepted.153 It was therefore asked 

whether a claimed feature must cause a technical effect on a physical entity in the real world 

in order to contribute to the technical character of the claim and if so whether it is sufficient 

that the physical entity be an unspecified computer. If not, whether features can contribute to 

the technical character of the claim if the only effects to which they contribute are independent 

of any particular hardware.154  

 

The Enlarged Board quickly found this question inadmissible mainly due to the existence of 

the well-established principle that features which, when taken in isolation, would constitute 

excluded subject matter under Art. 52(2) EPC may still contribute to the technical character of 

a claimed invention and are therefore of paramount importance when assessing compliance 

with Art. 56.155 In addition, the EBA noted that the technical effect on a physical entity in the 

real world was not formulated as a requirement, but merely as sufficient to avoid exclusion in 

those particular circumstances.156   

 

Question 4 

Does the act of programming a computer necessarily involve technical considerations? If so, 

do all features resulting from programming contribute to the technical character of a claim? 

If not, do they only contribute to the technical character of a claim if they contribute to a further 

technical effect?157 

                                                
150 T 163/85 [1990] OJ EPO 379 
151 Image rotating system having an arbitrary angle/Mitsubishi, T 190/94 (26 October 1995) unpublished 
152 T 125/01 (11 December 2002) unpublished 
153 Referral by the President of the EPO (n 105), 10 
154 ibid., 9 
155 G 3/08 (n 29), [12.2.2] 
156 ibid., [12.3] 
157 ibid., [13] 
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The divergent decisions here were arguing that, on one hand, programming always involves 

technical considerations and that, moreover, the skilled addressee in the field is referred to as 

a technical expert158 and, on the other hand, that the programmer’s activity (i.e. programming) 

is considered to be an excluded mental act.159 

 

This question was also found to be inadmissible. It was held that both views were valid to 

different extents and that, in any case, the technical part of the programming would be the one 

escaping the exclusion. Programming initially takes place in the programmer’s mind, but it 

clearly involves at least implicit technical considerations too,160 such as formatting a technical 

system in a certain way.161  

 

Since it is concerned with defining a method which can be carried out by a machine,162 it may 

be said that all computer programming involves technical considerations. However, this will 

not suffice to demonstrate that the program which results from the programming has technical 

character. Merely finding a computer algorithm to carry out a certain procedure will not suffice 

and, mirroring the formulation in Computer program product/IBM, ‘further technical 

considerations’ are needed if one is to derive technical character solely from the activity of 

programming the computer algorithm.163 

 

3.1.3. BETWEEN THE LINES OF G 3/08 

The opinion represents an unequivocal endorsement of the Office’s procedures for managing 

the patentability of computer programs. Consequently, little if any change took place regarding 

the process of deciding which applications are, or are not, granted a patent by the EPO 

Examination Boards.  It was made clear that the EPO will keep allowing patents for inventions 

which constitute a technical solution to a technical problem, irrespective of whether the 

                                                
158 Translating natural languages/Systran, T 1177/97 (9 July 2002) unpublished; Order management/Ricoh, T 
172/03 (27 November 2003) unpublished  
159 Simulation of computer program external interfaces/IBM, T 833/91 (16 April 1993) unpublished; General 
purpose management system/Sohei, T 769/92 [1995] OJ EPO 525 
160 G 3/08 (n 29), [13.3] 
161 Systran (n 158), [Catchword 1] 
162 G 3/08 (n 29), [13.1]: ‘The Enlarged Board took the view that ‘the activity of programming a computer is 
intended to relate to the intellectual activity of working out what are the steps to be included in a computer 
program rather than the simple physical activity of entering a program into some computer.’ 
163 G 3/08 (n 29), [13.5.1] 
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inventions are implemented by means of a computer program or otherwise. Thus, the Opinion 

has managed to shed definite light on the matter and made it slightly less uncertain for future 

applicants. Below, main take-away points will be listed.   

 

A harmonising effort 

The opinion is outstanding particularly because of the extensive efforts of the Enlarged Board 

in making the Office’s position more comprehensible and promoting acceptance of the status 

quo amongst those concerned and the public. The Enlarged Board’s endeavour to harmonise is 

also underlined by its inclusion of highly representative national judges in its composition.164 

In doing so, a variety of aspects were touched upon, from explaining, in as simple terms as 

possible,165 the reasoning underlying the Boards’ decisions to clarifying the role and 

responsibilities of key actors within the European patent system generally and, particularly, its 

legal development.     

 

A strong notice that judiciary-driven development in the area has reached its limits  

By firmly retaining the status quo and suggesting that judicial reform in the area is unlikely to 

take place soon, the opinion sent a clear message back to the European Commission, the 

European Parliament and Council that once again it was time for them to take over. This is also 

suggested by Mr Pompidou’s refusal to forward the referral himself. By doing so, the President 

quite clearly suggested that a development of this magnitude, such as delimiting the scope of 

the computer program exclusion, is perhaps a matter that should be left in the legislator’s hands, 

unless the (unlikely) situation where a contrary approach (in the strict sense of Article 

112(1)(b)) is taken by the Boards regarding a concrete patent application arises.  

 

When the referral was eventually forwarded, it was clear that it was not merely a question of 

deciding on the correct interpretation of the law. It was in fact regarded as the most important 

act of substantive law since the refusal of the Directive.166 It was clear that, if allowed, it was 

going to make law as a result of a particularly ‘vocal lobby’ and of an exclusive co-operation 

                                                
164 Chaired by Peter Messerli representing Switzerland, together with representatives from Denmark, Germany, 
France and the UK 
165 The Enlarged Board often employs easy to understand examples from non-controversial fields in an attempt 
to explain difficult computing concepts: the shoe polishing machine, the designing of a bicycle   
166 Foundation for a Free Information Infrastructure (FFII), ‘Brimelow Referral on Software Patents’ (12 April 
2010) <www.ffii.org/EPOReferral> accessed 29 April 2017 
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between an EPC Member State and the President of the EPO in an area where the passing of 

the same Directive had only just recently failed.167  

 

The cooperation route is the foundation of political decision making and thus the legislator’s 

tool. The Enlarged Board would have conferred on itself a law-making role by altering the 

established case law of the EPO Boards in a pick-and-choose manner; that would have been 

ultra vires of its constituent Art. 22 EPC which reads that the Enlarged Board is responsible for 

deciding on points of law referred to it, giving opinions on points of law and deciding on 

petitions for review of decisions of the Boards of Appeal.168 While the EBA noted that 

European harmonisation as suggested by Jacob LJ is indeed desirable, they also warned that 

judiciary-driven development of law is only possible to a certain limit and that that limit was 

being reached. Past this limit, it was suggested that if there was still dissatisfaction with the 

EPO’s handling of CIIs, then action should be taken to amend the European Patent Convention 

itself or, as noted earlier, to encourage the European Commission, Parliament and Council to 

take over again.   

 

The reasons provided were mostly hierarchy-related, namely that the interpretation of the EPC 

is primarily the responsibility of the Boards of Appeal and that their interpretative supremacy 

can only be called into question under the very narrow conditions of Art. 112(1)(b). In the 

Enlarged Board’s view, this clearly indicated that the EBA does not, in fact, constitute a higher 

judicial instance ranking above the Boards of Appeal.169  

 

Along the same line, Ms Brimelow’s efforts to achieve greater clarity in the area were 

criticised. She was almost ‘told off’ for attempting to use her right of referral as a means of 

replacing the rulings of the Board of Appeal on CIIs, as well as for single-handedly trying to 

advance the law in this field purely because of failed efforts to pass a Directive.170 

 

                                                
167 Proposal for a Directive of the European Parliament and of the Council on the patentability of computer-
implemented inventions 2002/0047/COD 
168 EPC 2000, Article 22(1)(a), (b), (c) 
169 G 3/08 (n 29), [7.2.5] 
170 ibid., [7.2.7]: ‘…a presidential referral is not admissible merely because the European Parliament and Council 
have failed to adopt a directive on CII patenting or because consistent Board rulings are called into question by 
a vocal lobby (…) Even the essentially commendable desire for harmonisation expressed by Lord Justice Jacob 
in the Aerotel/Macrossan judgment can be taken up by the Enlarged Board only to the extent possible under the 
EPC, even if his suggestion might significantly advance the cause of legal uniformity in Europe.’ 
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A reminder of a stark contrast   

The decisions of the EPO Boards carry significant weight with the EPC Contracting States, but 

they are not binding on national courts. This is readily apparent when considering the UK 

patent law practice. The long-standing difference between the UK and EPO alone was a clear 

indication of the inadmissibility outcome. In Duns Licensing, the Office made it clear that the 

UK approach is not in line with the European practice.171 The outcome in Aerotel that 

something falling within the patentability exclusion will be excluded even if it is capable to 

demonstrate technical contribution is in sharp contrast with the EPO practice. For instance, for 

the EPO examiner a novel and inventive mathematical method will be excluded until it is 

applied to a technical aim; according to the UK practice it will remain excluded all the way 

even if applied to a technical aim, i.e. contributes to the technical character of the invention. 

The UK applies the technical effect approach with a rider to Art. 52(1),172 which asks whether 

the invention as defined in the claim makes a technical contribution to the known art, the rider 

being an ‘express caution’ that novel and inventive, but purely excluded matter does not count 

as a technical contribution.173 The current position at the Office is that this approach to Article 

52(1) is ‘irreconcilable with the European Patent Convention’, mainly due to the fact that it 

derives from a layman’s understanding of the term ‘invention’.174   

 

It has been suggested that the UK courts take a helicopter view, meaning a ‘you cannot pull the 

wool over our eyes’ mentality, while the EPO, highly influenced by German legal tradition, 

takes the opposite, systematic view where serious consideration and evaluation is given to all 

parts of the invention so as to diminish ‘the risk of the baby being thrown out with the 

bathwater.’175 Such statements must be taken with a pinch of salt however, especially when 

they come from a group of veteran EPO examiners in the area of computer programs.  

 

However, this is not to say that an element of truth is not there. The same element of truth 

makes the Office a more flexible and dynamic institution that is better equipped to keep up 

with technological and scientific advancement. The same difference in practice and, 

                                                
171 Duns Licensing Associates (n 17), [12] 
172 Aerotel v Telco Holdings [2007] RPC 117, [26.2] 
173 Aerotel (n 171) (The same approach was used by the EPO in Computer-related invention/VICOM, T 208/84 
[1987] OJ EPO 14 for instance, but without the rider). Duns Licensing (n 17), [12] 
174 Duns Licensing Associates (n 17), [12] 
175 Closa and others (n 7) 35-6 
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consequently the different legal mentality, might have been the driving force behind Ms 

Brimelow’s decision to resume the matter, as former chief executive and Comptroller General 

of the UK Patent Office.  

 

The whole opinion is an illustration of the Enlarged Board’s view that ‘legal rulings are 

characterised not by their verdicts but by their grounds’176 (German influence, different from 

the UK-precedent style judiciary). This can also be observed in the different styles of reasoning 

in the Referral and the Opinion. While the Referral employed often isolated arguments, the 

Opinion looked at the cited decisions from a wider point of view so as to extract their relevant 

contributions to the European patent law thinking. The focus was thus shifted from the 

semantic and mainly facts-dependent issues to the seminal contributions they brought in the 

process of assessing the scope of the computer programs exclusion.  

 

The doctrine of ‘further technical effect’ essentially defines the ‘as such’ exclusion    

The notion of ‘further technical effect’ as introduced in Computer program product/IBM was 

established by the Enlarged Board as the new interpretation of the ‘as such’ exclusion by 

moving it from the hurdle of the subject matter eligibility to that of inventive step. The ‘further 

technical effect’, according to which a computer program could escape the patentability 

exclusion in Article 52(2) and (3) if it is capable to produce a technical effect which goes 

beyond the ‘normal’ physical interactions between program (software) and computer 

(hardware),177 has been especially developed for CIIs and is now the most important (and most 

difficult) patentability hurdle a computer program must overcome.   

 

Passing remarks  

The EBA’s thought that this referral should have been prepared with more care can easily be 

spotted. A mild annoyance emerges in some places in the Opinion perhaps related to the fact 

that the Enlarged Board must waste its time with such things. It has been suggested that the 

formulation of the questions could have been better since the answer to the first question 

essentially provided the answer for the other three too. Moreover, the Enlarged Board found it 

‘surprising’ that the referral did not touch upon the issue of inventive step, given that it was 

clearly a point of concern in Jacob LJ’s statement. It was thus explained that the Boards’ 

                                                
176 G 3/08 (n 29), [7.3.7] 
177 Computer program product/IBM (117), [Reasons 13] 
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reasoning in this respect is consistent and that they seem to be ‘comfortable’ with the current 

approach.178  

 

One cannot help but feel slightly ‘uncomfortable’ when a certain series of jurisprudence is 

adopted merely because the EPO officials find it ‘comfortable’. That being said, it is submitted 

that the current practice constitutes an efficient method to breakdown and assess the often-

complex CIIs. However, as we have already seen, it is a practice that is highly dependent on 

facts and it is thus not always straightforward or indeed predictable for aspiring patentees. This 

is especially true in a fast-paced area such as computer technology which often challenges 

established legal grounds.      

 

3.2. THE CURRENT PRACTICE: KEY EPO DECISIONS 

 

In finding the President’s referral inadmissible, the Enlarged Board directed the reader to a 

series of key decisions which have established the doctrine governing the patentability of CIIs. 

In short, it can be described as follows: the mere indication of a technical means in a claim will 

suffice to satisfy subject matter eligibility as per Art. 52(1) (i.e. the requirement for an 

‘invention’ in a field of technology), however, to avoid the patentability exclusion in Art. 

52(2)(c) an inventive step must be proved (i.e. show a ‘further technical effect’ achieved by 

the invention). In doing so, only the presence of technical features or those features contributing 

to the solving of a technical problem will count. Non-technical features per se will be 

disregarded.  

 

3.2.1. PENSION BENEFIT SYSTEMS179  

The claims were to both method and apparatus and concerned a computerised system to 

administer a pensions scheme, performing tasks such as receiving and processing information 

so as to calculate the average age of subjects and amounts to be paid. The examiners noted that 

the contribution was lacking technical character since it resided solely in the ‘business’ field 

(method of doing business as such) and the application was thus refused on the basis that the 

claimed subject matter did not amount to an invention in the EPC sense.  

 

                                                
178 G 3/08 (n 29), [10.13.2] 
179 n 24 
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The Board agreed, deeming the claimed invention as no more than ‘steps of processing and 

producing information having purely administrative, actuarial and/or financial character […] 

which are typical steps of business and economic methods’ and was therefore explicitly 

excluded from patentability as ‘method of doing business’ under Art. 52(2)(c).180  

 

The importance of this case resides in its treatment of an apparatus carrying out an activity that 

is excluded as such. Namely, it was held that a claim directed to a computer loaded with a 

computer program that is excluded as such would not fall within the exclusion in Art. 52(2) 

and (3). In doing so, the Board explicitly abandoned the ‘contribution approach’ because it was 

giving rise to confusion between the primary requirement of an ‘invention’ with the secondary 

ones of ‘novelty’ and ‘inventive step’.181  

 

According to the ‘contribution’ approach, the assessment of subject matter eligibility as per 

Art. 52(2) and (3) was inappropriately done in light of the prior art. Furthermore, it was noted 

that the EPC provides no basis for thus distinguishing between ‘new’ features of an invention 

and features which are known in the prior art when considering subject matter eligibility.182 

The Board considered that a computer system programmed for a specific use in a particular 

field (even if that field was excluded, such as ‘business’ in the current case) is a physical entity 

that is man-made for a utilitarian purpose and this constituted enough reason for the claimed 

subject matter to pass the first hurdle of an ‘invention’ in the sense of Article 52(1).183 

 

3.2.2. TWO IDENTITIES/COMVIK184  

The claim concerned a mobile phone modified to have at least two identities (i.e. two distinct 

phone numbers which could be used interchangeably) so that their operation and billing could 

be separated. This decision is seminal for mixed-type inventions, as it emphasised that they 

will not be excluded merely due to them containing a mixture of technical and non-technical 

features. In such cases, the assessment of whether the invention, having technical character as 

a whole, involves an inventive step will take into account all of those features that contribute 

                                                
180 G 3/08 (n 29), [10.4]-[10.7] 
181 The different requirements for patentability may overlap and create misunderstandings, however they are 
governed by different rules and statutory provisions: Duns Licensing Associates (n 17), [5D] 
182 Pension Benefit Systems (n 24), [Headnote 4] 
183 ibid., [5] 
184 Two identities/Comvik, T 641/00 [2003] OJ EPO 352 
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to the technical character of the invention, be them technical or not.185 However, the fact that 

an inventive step can only be based on the invention’s technical features or aspects qualifies 

this otherwise wide approach.186 Moreover, it was allowed for the invention to achieve an aim 

in a non-technical field as part of the technical problem to be solved, such as a specification 

requirement.187   

 

3.2.3. AUCTION METHOD/HITACHI188   

As the Enlarged Board noted in G 3/08, Auction method/Hitachi extended the reasoning in 

Pension Benefit System to method claims.189 The claim concerned a computerised auction 

method collecting bids from client computers thorough a central server. It was considered that, 

since Pension Benefit System ruled that apparatus claims cannot be caught by Art. 52(2) and 

(3), their corresponding method claims should not be caught either (even if their contribution 

was limited to an excluded field) due to their ‘inherent’ technical means, i.e. a computer or any 

programmable apparatus.190  

 

This later became known as the ‘any technical means’ approach which is to be applied to both 

apparatus and method claims, irrespective of the state of the art, in order to test whether they 

form an invention within the meaning of Art. 52(1) EPC. This test is admittedly a low threshold 

since it enables more computer-related inventions to easily pass the first patentability hurdle in 

Art. 52(2) and (3) by merely embodying or making use of any form of technical means.  

However, this is only the first hurdle that such inventions need to overcome; there are still the 

requirements of novelty, non-obviousness and industrial application susceptibility.  

 

Like the apparatus claim in Pension Benefit System and for reasons explained above, claims 

directed to methods similar to the one in Auction method/Hitachi would still fail to comply 

with the more restrictive hurdle of Art. 56 for lack of inventive step and would thus fail to be 

awarded a patent. In light of this and for the purpose of analysing inventive step, it was also 
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held that methods aimed at circumventing a technical problem rather than solving it by 

technical means cannot contribute to the technical character of the subject matter claimed.191  

 
3.3. RECENT DEVELOPMENTS 

 
The importance of the inventive step in relation to computer programs has been further refined 

in later decisions regarding computer related claims. The EPO Boards tend to reject 

applications aimed at merely improving computing time with no further technical contribution, 

thus raising the inventive step bar higher. 

 

In On-demand property system/Microsoft,192 the increased speed of a computer program was 

not, by itself, a technical contribution to the art and could not therefore support an inventive 

step. Namely, a computer-implemented method or computer program cannot be deemed 

inventive simply because a slower method already exists in the prior art.193 The Board rightly 

pointed out that for an increased speed to constitute a technical effect and thus support an 

inventive step in a computer-implemented method, it should positively impact an already 

established further technical effect that is independent of the invention’s computing time.194  

  

Moreover, the principle that computer programming as such is not considered technical195 was 

further built upon with the Board holding that the activity of programming (and/or modelling, 

simulation; the decision uses both terms synonymously) remains non-technical even if an 

entirely new programming language is invented with the sole purpose to allow programmers 

to work more easily, quickly or accurately.196 That is because a faster simulation or 

development of a model/program does not bring a technical contribution to the art.  

 

 

                                                
191 ibid., [Headnote II] 
192 T 1370/11, (11 March 2016) unpublished 
193 ibid., [10] 
194 ibid., [10.5] 
195 G 3/08 (n 29), [13.3] 
196 Modelling a multiprocessor system/The Mathworks, T 1630/11 (13 January 2017) unpublished, [9]-[9.3] 
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CHAPTER FOUR | THE ANALYSIS: Are we currently in a 

good place? 

 

 

 

 

 

 

 

4.1. PATENT LIBERALIZATION 

 

4.1.1. THE CONCEPT OF LIBERALIZATION 

By ‘patent liberalisation’ I refer to the expansion of patent eligible subject matter. As we have 

seen, more claims get to be considered for a patent grant now, rather than being facie excluded. 

The concept of liberalization is more often discussed in relation to the US software patent since 

protection for software-related inventions can be more readily obtained before the USPTO.197 

Namely, anything that is a new, non-obvious and useful process, machine, manufacture or 

composition of matter constitutes statutory (patentable) subject matter, leaving out abstract 

ideas (mathematical formulae), manifestations of laws of nature and natural phenomena may 

be the subject of a US patent.198 In the US too there was a time when it was generally accepted 

that software is not patentable but, unlike its European counterpart, no provision was in fact 

drafted to this effect. In 1981, the famous case of Diamond v Diehr199 made history by holding 

for the first time that software was patentable as long as the claimed invention was not merely 

a procedure for solving a mathematical formula.200 The claims in question were to a computer 

program controlling an industrial process for curing rubber, an invention which currently 

would prima facie qualify for protection before the EPO too. Computer-implemented business 

                                                
197 See for instance Linda Levine and Kurt M. Saunders, ‘Software Patents: Innovation or Litigation?’ in Brian 
Fitzgerald and Eleanor Wynn (eds), IT Innovation for Adaptability and Competitiveness (Kluwer Academic 
Publishers 2004) 
198 Closa and others (n 7), 20-4 
199 450 U.S. 175 (1981) 
200 For a discussion on the case, see Levine and Saunders (n 196) 
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methods were first given green light in 1998 in the case of State Street Bank & Trust Co. v. 

Signature Financial Group.201 

 

While the European practice has not embraced software-related patents as enthusiastically as 

the US one,202 it is not wholly inappropriate to talk about a ‘liberalisation’ of the European 

software patent too. However, care must be taken in doing so since the EPO is still not as 

receptive as the USPTO in certain aspects of its computer programs patentability assessment 

(e.g. the further technical effect requirement seems to be further refined in ways potential 

patentees are not always happy about203). In fact, it has been suggested that the USPTO could 

improve its overall patent quality if the European ‘problem-and-solution’ approach was 

adopted.204 

 

The process of patent liberalization in Europe means that the scope of the exclusions in Art. 

52(2) has been reduced to the point that patentable subject matter can now be anything that is 

automated and slightly technical. It has been a slow, gradual process mainly undertaken by the 

EPO judiciary and, looking back, it boils down to two major developments; firstly, the adoption 

of the ‘any technical means’ approach in respect of both ‘method’ and ‘product’ computer-

related claims and secondly, allowing non-technical features to contribute towards the 

inventive step, with the important qualification that they interact with the technical aspects of 

the invention in light of bringing about a further technical effect solving a technical problem. 

Here, it is interesting to note that in both the US and Japan the inventive step may very well 

reside in a non-technical field which makes the European system less liberal in comparison.205   

 

Interestingly, the effects of the liberalisation have not been immediately reflected in the EPO 

patenting activity, in the sense that its gates have not been flooded with applications straight 

after the unequivocal support of software patenting in the Enlarged Board’s G 3/08 opinion. A 

noticeable increase in patenting CIIs only took place last year. Namely, in 2016, an 

unprecedented number of 3 384 patents have been granted in the field of ‘computer technology’ 

                                                
201 149 F.3d 1368 (Fed. Cir. 1998) 
202 The following year, Pension Benefit Systems (n 24) was refused a patent by the EPO Board of Appeal in 
relation to similar subject matter as that in State Street Bank (n 200) 
203 See section 3.3 above 
204 Brian Cronin, ‘Could or should the USPTO adopt the EPO problem and solution approach for assessing 
obviousness?’ (IPWatchdog, 12 January 2017) <http://www.ipwatchdog.com/2017/01/12/uspto-adopt-epo-
problem-and-solution-approach-obviousness/id=76540/> accessed 29 May 2017   
205 Closa and others (n 7), 23 
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out of the 10 657 applications. By way of comparison, in 2015, less patents have been granted 

out of a similar number of applications, namely 2 438 out of the 10 359. In addition, 105 patents 

have been granted in the field of ‘IT methods of management’ compared to 42 the year 

before.206 The Office explains that the increased productivity due to the adoption of new 

working practices led to this growth.207 However, one begs the question: has speed 

compromised quality?  

 

4.1.2. PATENT LIBERALISATION AND PATENT QUALITY 

More than once it has been suggested that a liberalised approach to patents goes hand in hand 

with a decrease in quality. It may be that the current approach encourages the grant of weak 

patents through loosening up the ‘as such’ exclusion of computer programs inherent in the 

approach of ‘any technical means’ which may not be sufficiently qualified by the approach of 

‘further technical effect’. In other words, the ‘any technical means’ approach makes it possible 

for a great deal of doubtful ‘inventions’ to reach the Office and the ‘problem and solution’ 

approach to finding the required ‘further technical effect’ may not satisfactorily filter out all of 

the unworthy contributions. On the other hand, the predominant view in Munich is that the 

current practice of shifting the focus from subject matter eligibility to inventive step and 

‘further technical effect’ is in fact raising the bar for CIIs and reduces the risk of quickly 

dismissing an eligible contribution to the prior art.208  

 

Indeed, one of the consequences of the current approach is that more pseudo-inventions or 

obvious variations will end up on the examiners’ desks because it can leave the wrong 

impression on patentees that it is now much more likely to get a patent. This not only creates 

fruitless extra work for the Office (which seems to always recruit staff for its Examining 

divisions), but also threatens patent quality if the examination is not carried out consistently.   

 

Moreover, it may further encourage ambiguous and overly broad claims. In the case of 

software, some applicants have always wanted - and still want - a patent simply because it is 

stated in the claims that software is somehow involved but without saying anything about why 

or what is it that it is achieved; much like seeking a patent for the result of mixing some fluids 

                                                
206 EPO, ‘Annual Reports and Statistics’ <https://www.epo.org/about-us/annual-reports-statistics.html> accessed 
29 May 2017   
207 EPO, ‘Boosting Performance and Quality’ <https://www.epo.org/about-us/annual-reports-statistics/annual-
report/2016/highlights/boosting-performance-and-quality.html> accessed 29 May 2017 
208 G 3/08 (n 29), [10.3] (see the Enlarged Board’s example of a branded cup) 
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in a certain order but without saying anything about why or what is achieved by doing so (for 

example, see patents sought for mere automation processes which have been rightly held to be 

insufficient to escape the obvious because mere automation of functions previously performed 

by human operators was in line with the general trend in technology209).   

 

This potential for ambiguity and the primary focus of the current approach on ‘technicality’ 

has led many practitioners and academics alike to suggest that, for the sake of clarity, the 

categories of non-inventions in Art. 52(2) be reduced to a single requirement of a ‘technical 

character’.210 However, whilst it may be tempting, one must resist such ‘AHA’ moments and 

carefully consider potential consequences. Namely, doing so would have the opposite effect.  

 

The abstract way of claiming CIIs can be especially tricky to deal with and needs a more 

general and non-exhaustive list of pointers, rather than an overarching, ‘one size fits all’ 

definition. This allows examiners, whether they are seasoned or not, to form and apply a 

common understanding to it. A simple technical characterisation would lead to a loss of nuance 

and fine tuning of case law that would in fact result in more confusion rather than greater 

clarity. In effect, it would reduce the useful complexity of the current considerations to the 

problematic simplicity of the former US approach of ‘anything under the sun’. Broad, single 

definitions have dragged them into a bottomless pit of expensive and time-consuming litigation 

for the last 20 or 30 years from which they are still trying to escape.  

 

All that being said, it is submitted that, in light of recent case law development which 

strengthens and further refines the concept of a further technical effect, the current approach is 

handling computer-related claims rather well for two main reasons; firstly, by applying a 

coherent and systematic assessment of inventive step and secondly by taking the need to come 

forward with a non-obvious contribution very seriously. In the context of such a fast-

developing technical field, the two characteristics are of paramount importance to keeping up 

with latest innovations and avoid losing oneself into flashy or irrelevant details. However, that 

is not to say the technique is infallible. Errors may slip in when it comes to new technical 

territory. 

                                                
209 EPO, Case law of the Boards of Appeal, I-D, 9.18.4 
210 On the meaning of Art. 52 see Justine Pila, ‘Software Patents, Separation of Powers, and Failed Syllogisms: A 
Cornucopia from the Enlarged Board of Appeal of the European Patent Office’ (2011) 70(1) Cambridge Law 
Journal 203–228  
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4.1.3. STRONG INVENTIVE STEP = A GOOD STORY? 

Let’s consider the recent decision in Interacting with virtual pets/Immersion.211 In the main 

request, the claims were to methods and apparatus ‘providing haptic feedback in interacting 

with virtual pets (…) wherein the haptic effect is a pulsing sensation; wherein the rate or 

magnitude of the pulsing sensation indicates the health state of the virtual pet’.212 The 

invention was specifically concerned with a virtual pet, simulated by a software application, 

which was capable of giving ‘haptic feedback’, a concept ought to be construed broadly as 

being any type of force feedback, such as tactile or kinaesthetic, producing for instance tactile 

sensations  such as vibrations or pulses.213 The haptic effect supposedly increased the user’s 

engagement with the pet, however the Board considered that ‘increasing virtual pet 

engagement’ was not a technical problem and even if it was, it was not always solved by the 

invention.214 The level of ‘engagement’ of users in a given game was held to be an entirely 

subjective assessment by the users themselves, in that it depends on how interesting, 

entertaining or otherwise attractive the game appears and thus cannot constitute a technical 

effect.215 

 

In the auxiliary request, the applicant filed a set of independent claims which specified and 

limited the electronic pet to be a ‘cat’, the user’s interaction to a ‘stroking motion’ and the 

haptic effect to a purr (‘a purring sensation’).216 Since the invention was modelled on a real 

interaction of an owner with an actual pet and it thus increased the similarity between the 

physical interaction between a user and its toy (a virtual pet) with that between an owner and 

her real pet.217 This persuaded the Board that a technical problem in the context of virtual pets 

could be formulated as ‘achieving a reliable and reproducible perception of a physical 

interaction with the real pet’ which was held to have been solved in a non-obvious manner by 

technical means, namely a ‘reciprocating cursor movement and haptic feedback’.218  

 

                                                
211 T 339/13 (17 November 2016) unpublished. 
212 ibid., [V]. 
213 ibid., [4.3]-[4.4], [9] 
214 ibid., [16]-[16.1] 
215 ibid., [16.2] 
216 ibid., [18] 
217 ibid., [18.1] 
218 ibid., [18.3] 
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The Board’s argument that the contents of the auxiliary request are in fact a technical solution 

to a technical problem are not convincing since it is difficult to see how the main request has 

no technical character for that matter while the auxiliary one does. Nevertheless, the case is a 

noteworthy one.  

 

Firstly, it illustrates the above point of how ambiguous and broad software claims can be. The 

original claims were in essence to any virtual pet, potentially giving the patentee a monopoly 

over all electronic animals manipulated by any piece of software achieving the same 

functionality of increased ‘realism’. Secondly, it shows that more detail as to what the invention 

does can favour a positive outcome for the applicant. As a trouble maker, an argument can be 

made that in fact the claims were initially refused due to overly broad drafting.  

 

Patent applications which are amended and subsequently accepted based on the later 

amendments deserve more attention, especially in this particular case where non-technical was 

turned into technical.219 They show how patentees together with their attorney are fine-tuning 

the claims so as to convince the examiners how good their invention is, offering a unique 

insight into how inventive step is assessed in practice.  Thirdly, the case is a good illustration 

of worrying views of Dai Rees, a former chairman of the Technical Board, in his article entitled 

‘Inventive Step: The Stories We Tell’.220 Rees makes the argument that defending inventive 

step is analogous to telling a story, a ‘convincing’ one. He describes a convincing story as one 

containing ‘realistic characters with reasonable motivation and no unlikely coincidences’ 

because of our tendencies to judge stories based on their plausibility.221 He explains that in 

practice there is an assumption that claimed material is inventive and that it is up to the 

examiner or opponent to demonstrate that it is not. If they can tell a more convincing story to 

contradict the applicant that the skilled person would have arrived at the claimed material, then 

the invention will be deemed obvious. In addition, one can make arguments for inventive step 

using secondary considerations such as commercial success, long-felt need or prejudice in the 

                                                
219 Other recent examples include: Authenticating an accessory/Apple T 1321/11 (4 August 2016) unpublished; 
Masking a private key/Certicom T 556/14 (28 July 2016) unpublished; Header and footer detection/XEROX T 
1129/12 (5 October 2016) unpublished. 
220 Dai Rees, ‘Inventive Step: The Stories We Tell’ (2017) available at 
<https://papers.ssrn.com/sol3/papers.cfm?abstract_id=2952332> accessed 29 May 2017 
221 ibid., 4 (He criticises the current approach in assessing inventive step which only leaves room for one character 
namely the ‘skilled person’ who is not realistic because she is supposed to have access to all the public prior art, 
wherever it is to be found and because, at the same time, she has no spark of inventive capacity)       
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field (although the degree to which courts are willing to consider such arguments differs 

greatly).222 He points out the importance of story-telling in legal argument which has become 

an increasingly popular topic in legal literature. It is now believed that an advocate hoping to 

win a case should present the arguments in such a way that jurors gain emotional satisfaction 

from the story presented. This is nothing new, but one has to admit that the thought is disturbing 

when it enters the realm of technology and a legal area which is concerned with assessing and 

rewarding scientific and technical achievements.  

 

So, if the cat purrs then you have a good story. We have reached a worrying situation where a 

positive outcome depends on how well you tell the story of how revolutionary your invention 

is. We have come a long way from simply ticking the boxes of the patentability requirements. 

Dai Rees’s article, while beautifully written, makes it clear that this is now the current situation. 
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CONCLUSION | The importance of being inventive 
 

The European rules governing the patentability of programs for computers are unlikely to 

change anytime soon. The Office will continue to grant patents for any subject matter that 

offers a ‘technical solution to a technical problem’, according to what is now considered firmly 

established case law as confirmed in the seminal decisions of Duns Licensing and G 3/08.  

 

Patent applications in relation to computer-implemented inventions which tend to manifest 

questionable degrees of technicality have posed serious challenges to the traditional 

understanding of patents. The EPO judiciary has been continuously trying to reconcile and 

bring them in line with the framework and the purpose of the European patent system in light 

of its strive to support and further new technologies. The purpose of the paper was to investigate 

whether such efforts have amounted to a system which delivers adequate results. It was found 

that, while it was a bumpy ride, the EPO has managed to devise a system that is reasonably 

coherent and predictable for prospective patentees. However, the system is characterised by a 

shift in focus from subject matter eligibility to that of the need to show a further technical 

effect. This shift and the importance of a strongly argued inventive step has been unequivocally 

endorsed ever since the Enlarged Board’s Opinion in G 3/08.  

 

While the concept of ‘inventive step’ has been strengthened in latest case law to exclude 

obvious variations of computer-related claims such as those related to mere automation or 

reduction in computing time, this cannot always be taken to have raised the bar for patent 

quality. It has been shown that the patentability examination process and its procedures (e.g. 

any technical means, auxiliary requests) may jeopardize patent quality in the long run. 

 

In a relatively recent interview, the Chief Patent counsel of Microsoft declared that in filling 

applications with the USPTO they are following the EPO drafting rules and the ‘problem and 

solution approach’.223 Judging by the fact that it comes from a patent giant, one cannot be sure 

whether this is a good thing or not; only time will tell.  

 

                                                
223 Genne Quinn, ‘The European Technical Standard as a Guide For Drafting Software Patents’ (IPWatchDog, 13 
March 2015) <http://www.ipwatchdog.com/2015/03/13/european-technical-standard-drafting-software-
patents/id=55683/ > accessed 10 June 2017 
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